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REMARKS j 

In the Office Action 1 mailed March 28; 2O05L the Examiner rejected claims 1, 7, 8, 
12, and 24 under 35 U.S.C. § 1 12, first paragraph,; as failing to comply with the written 
description requirement; rejected claim 7 unjjler&j U.S.C. § 102(e) as anticipated by 
U.S. Patent Application Publication No. US |o02/0'077082 to Cruickshank 
("Cruickshank"); rejected claims 1-3, 5, 3-1 ij 12;, IjB, 17, 22. and 23 under 35 U.S.C. 
§ 1 03(a) as unpatentable over Cruickshank in view of U.S. Patent Application 
Publication No. US 2002/0076027 to Berhnan et a). ("Bernnan"); and rejected claims 24 
and 25 under 35 U.S.C. § 103(a) as unpatentable lover Bernnan in view of Cruickshank. 

In this Reply, Applicants have amendjed claims 1. 5, 7, 8, 12, 16, 17, and 24. 
Claims 1-3, 5, 7-12. 16, 17, and 22-25 are Currently pending. No new matter has been 
added. Support for the amendments may bp found in the specification, for example, at 
paragraphs [029], [043] and [044]. jj 

■J j 

A. Rejections Under 35 U.S.6. § 1 1|2 

Applicants respectfully traverse the reaction of 'claims 1, 7, 8, 12, and 24 under 
35 U.S.C. § 112, first paragraph, because the original disclosure provides adequate 
support for the claims. According to the ^x4mihef, "the claimed limitations of the above 
claims lack support in the original disclosiuni and are considered new matter (claims 1, 
8, 12, 24: the SCP including an identifier-of ;a calling party and a voice mail message 
and a claim 7: a voice-mailbox)." (Office! Aqtion, page 2.) Applicants respectfully 
disagree for at least the reasons that follpwj 

As to claims 1 , 8, 12, and 24, suppoi for a service control point (SCP) may be 
found at least in Figure 6 and in paragraph! [065]-[068] of the specification. In addition, 

claim 1 recites, among other things, "receiving a first message from an SCP in the 

: |i :•• ; ■ 

- li i • 

1 As Applicants' remarks with respect to the Examiner's rejections are sufficient to overcome these 
rejections. Applicants' silence in this Response as to assertions by the Examiner in the Office Action or 
certain requirements applicable to such rejections (4-g., Whether a reference constitutes pnor art, 
motivation to combine references) is not a concession by Applicants that such assertions are correct or 
such requirements have been met, and Applicants reserve the right to analyze and dispute such in the 
future. || j : 

i | ! : : 
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telephone network at the at least one gateway defjce, the first message including an 
identifier of the calling party and the voice! m£ii message." Therefore, contrary to the 
Examiner's interpretation, "an identifier of jth^ cajljhg party and the voice mail message" 
are recited as being included in the "first ^essage* and not recited as being included in 
the SCP. Accordingly, Applicants respectful y request withdrawal of the rejection of 
claims 1, 8, 12, and 24 under section 11 2, fijst paragraph. 

As to claim 7, Applicants could fincj no reference to a 'Voice-mailbox" perse in 
the claim. However, Applicants believe the pxarniher may be referring to the recitation 
of "voice- mailbox owner" in the preamble: of|!clalm;7 (which is the only instance where 
"voice-mailbox owner" appears in its hyptarjatedifcrm). Although Applicants see no 
practical difference between the hyphenated and ; non-hyphenated formulations, 
Applicants have amended claim 7 to remj)v| the hyphen between "voice" and "mailbox," 
to conform to the usage in the claims. SOppjort fojr! the concept of a "voice mailbox 
owner may be found at least on paragraj>h| [072H074] of the specification and the 
original version of claim 7 as filed. Accordingly, applicants respectfully request 

withdrawal of the rejection of claim 7 undjer kecfic-h 1 12, first paragraph. 

. !'• ii l" •! ■ 

• t' : | : 

. j S ■ MJ 

B. Rejections Under 35 U.S.C. § 1 02(e) 

Applicants respectfully traverse thije 4jeqti^n of claim 7 under 35 U.S.C. § 102(e) 
for at least the reason that Cruickshank fail^ to disclose every claim element. For 
example, claim 7 recites, among other things, "determining that the voice mailbox owner 
is a subscriber to a voice mail notification service;." 

The Examiner alleges inherent di^ldsurajof this claim element in Cruickshank. 
(Office Action, page 3 (citing Cruickshank ^^fies 1-8).) Applicants respectfully 
disagree. "To serve as an anticipation wjhejh this Inference is silent about the asserted 
inherent characteristic, such gap in the r^f4enii;#;may be filled with recourse to extrinsic 
evidence. Such evidence must make clearfthai the missing descriptive matter is 
necessarily present in the thing described ifi thf reference, and that it would be so 

i • ! .: ' 



recognized by persons of ordinary skill 
948 F.2d 1264, 1268. 20 USPQ2d 1746 



M.P.E.P. § 2131.01 (III) (8 th Ed., Rev. 2 1 , ft/fay ^04).) 



(Continental Can Co. USA v. Monsanto Co., 
ll49;(Fed. Cir. 1991) (emphasis added); 



j 
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Cruickshank is generally directed to ej voice i; messaging server from which voice 
messages may be downloaded. Cruicksiajik, Attract. Cruickshank further discloses 
a voice messaging server (102), which, upofr ar$yk\ of a new voice message for the 



user of handheld (1 14B), sends an indication fo:a 
voice message has arrived. (Cruickshank, 1 29;) 



whether a voice mailbox owner is a sub$£ 
necessity to make such a determination, 



Cruickshank, a user automatically receives |id(ication of a new voice message - there is 
no need to determine whether a voice mailb|bx;4>A f oer is a subscriber to the notification 
service, and Cruickshank provides no deiicrjjptiqn 

ri tb: 

su|h a| determination cannot be inherently 
present in the system described in Cruicks)Hpnk[ 
Because the missing descriptive me^er is; 
described in Cruickshank, Cruickshank fiil||tb cjfi^blose, inherently or otherwise, every 
claim element. Accordingly, Applicants eptlMliy request withdrawal of the rejection 
of claim 7 under section 102(e). 



C. Rejections Under 35 U.S. 

To establish a prima facie case of 
of three requirements must be met. Firs 



the knowledge generally available to one d 



references in a manner resulting in the c 



found in the prior art, not in applicant's d : s<?o$u re- 
May 2004).) 

a. Claims 1-3, 5, 22, and 2$ 

Applicants respectfully traverse thelfejeji 



35 U.S.C. § 103(a) as unpatentable over 
facie case of obviousness has been esta 



ion 



User of handheld 1 14B that a new 
thus, in the system described in 



bf making any determination of 
the notification service. Without the 



Hot necessarily present in the system 



oNb^riess under 35 U.S.C. § 103(a), each 
I thfeiftaim limitations must be taught or 



suggested by the prior art. (M.P.E.P. § 2.1 jj 3.0§ j^* Ed., Rev. 2, May 2004).) Second, 
there must be some suggestion or motiviiticjn^ |itHer in the references themselves or in 



ordflflary skill in the art. to combine the 



aimed i 



expectation of success must exist. Moreoiifar, of these requirements must "be 



mention. Third, a reasonable 



(M.P.E.P. § 2143 (8*h Ed-i R ev . 2, 



>n of claims 1-3, 5, 22, and 23 under 
dfuidkf hank in view of Bernnan. No prima 
ib) feHsN with respect to claims 1-3, 5, 22, and 



It; 
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receiving a first mes^a U jfrbf 1 an SCP in the telephone 



network at the at least one: 
including an identifier of th%6| 
message; 

accessing a profile I 'CiajWfj with the called party to 
identify a selected one of &mj ralijyijtbf instant messaging identifiers 
associated with the called 0ft l/.itfrji selected instant messaging 



identifier being selected ba$ 
forwarding; and ; 

providing a second ^MHs^jd 
including the calling party id#|tifjeSrNnd the voice mail message 



using the selected instant ii 
of the called party via the tia# 



Cruickshank discloses a configured m 
new voice message to a user via an insj^ [ 
However, the configuration described iit Gijj 
handheld (114B), (Cruickshank, TUT 15, 
with the called party to identify a select^ j| raj <j>fj 
identifiers associated with the called paHy, 
being selected based on rules for comiti# iNti&F 



Cruickshank. Bernnan discloses a datat& |b 
party's user information, such as voice fpi 
address, Internet instant messaging ad^Hfpi 



and the called party's device, ;(Bemnanijl 



plurality of instant messaging identifier?;^ | ocifrj 
instant messaging identifier being sele^#|; ba^ef 
forwarding," as recited in claim 1 . jj. 



is 

Hi! 



efapm recited in the claims. 
Hidings: 



s,]ejjt<|i as well as types of messages that 
may be received at each address. (Berfiiil|h,j1 However, the information in the 
database (50) is used to ensure data cbi$! |ptib lijl^ between the calling party's device 



device, the first message 
lih^tobrty and the voice mail 



s^irijjj identifier to the user terminal 
nbiyvirk. 



Bernnan, relied on for its disclosjjfe jpf bjij-sCP, fails to cure the deficiency of 



Q) 



i !; 



ill 



es for communication 
n an instant messaging format 



system for providing an indication of a 
Hedging server. (Cruickshank, 29.) 
ick^nk simply provides the indication to a 
aiM;t|pes not "[access] a profile associated 

plurality of instant messaging 
h6 Is^cted instant messaging identifier 
forwarding," as recited in claim 1 . 



in Figure 3, which stores a called 



acJditsss, mobile phone address, e-mail 



|4J, nt>jt "to identify a selected one of a 



d with the called party, the selected 
on rules for communication 
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Since neither Cruickshank nor 
claim 1, Applicants respectfully request 
claim 1. As claims 2-3, 5, 22, and 23 de;$ 
3, 5, 22, and 23 to be patentable over Ct 
reasons as noted for claim 1 , 2 and therq 
claims 2-3, 5 t 22, and 23 be withdrawn c 
b. Claims 8-11 



Applicants respectfully traverse tM 
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2 As Applicants* remarks with respect to the bal4 
Examiner's rejections of all claims dependent tfa 4 
assertions with respect to dependent claims is h 
assertions as to these claims, and Applicants ryr 
the future. 
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1 



§ 103(a) as unpatentable over Cruicksh^| 
obviousness has been established with jh 
that Cruickshank, taken alone or in comp 
suggest each and every element recitecjjjjj |i€ <jl 

For example, claim 8 recites, am 
associated with the user to identify comfrij 

j: 

user of the stored voice mail vja the dat|! 

i|: 

forwarding rules." j; ; 

As noted above with respect to cfsi 
simply provides an indication of a new 
(Cruickshank, ffil 15, 29), andidoes notjljj 
identify communication forwarding rulesj;| 
via the data network based on the comrjnij 
8. 

Bernnan, relied on by the Examiii 
telephone network and an SCP, fails to! 
above for claim 1, the system describ 
user to ensure data compatibility betw 
party's device when sending a messag 



tyM iuh or suggest all of the elements of 
h^ lEjlcaminer withdraw the rejection of 
]i from claim 1 f Applicants believe claims 2- 
shifi I and/or Bernnan for at least the same 
rQsjpfbtfiJlly request that the rejections of 

d 

kdi claims 8-1 1 under 35 U.S.C. 
$it of Bernnan. No prima facie case of 
eitiW claims 8-1 1 for at least the reason 
th Bernnan, does not teach or 
ms. 

}>tK£ir things: "accessing a profile 

kjjj forwarding rules," and "notifying the 
jased on the communication 
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system described in Cruickshank 
age to a user's handheld (114B), 
& profile associated with the user to 
rjiotify] the user of the stored voice mail 
forwarding rules," as recited in claim 



His disclosure of storing a voice mail in a 
deficiencies of Cruickshank. As noted 
idr^fflan uses information associated with a 
ing party's device and the called 
ijlp, u 44.) There is no description in 



Jepidft: unt claims are sufficient to overcome the 
orrglA: piicants' silence as to the Examiner's 
irijjaj sfsion by Applicants to the Examiner's 



9 th&li&ht to analyze and dispute such assertions in 
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Bernnan of either "accessing a profile asfe 
communication forwarding rules," or "nofr 
data network based on the communicati 

Since neither Cruickshank nor B 
claim 8, Applicants respectfully request 
claim 8. As claims 9-11 depend from cl|i 
patentable over Cruickshank and/or Be 
claim 8, and therefore respectfully requ«j 
withdrawn as well. 

c. Claims 12, 16 and 17 

Applicants respectfully traverse t|i 
U.S.C. § 103(a) as unpatentable over C 
case of obviousness has been establish 
least the reason that Cruickshank, takert 
teach or suggest each and ev^ry elemen 

For example, claim 12 recites, arh 
connected to both the telephone netwoiifc 
access a profile associated with the cal 
forwarding rules; and provide a second 
network based on the called party comni 

As noted above with respect to 6\ 
Cruickshank simply provides an indicate 
(114B), (Cruickshank, ^15, 29), and 
"access a profile associated with the est! 
forwarding rules" or "provide a second ijri 
network based on the called party comj^i 
12. 

Bernnan, relied on by the Exami|i 
telephone network and an SCP, fails tqj 
above, the system described in Bernn^i 
ensure data compatibility between the 5; 
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/jrith the user to identify 
i js6r of the stored voice mail via the 
njvMing rules," as recited in claim 8. 
e <ih or suggest all of the elements of 
jamifier withdraw the rejection of 
jjjiicarits believe claims 9-11 to be 



br-rs 



@1014 



<k leafct the same reasons as noted for 
i! if rejections of claims 9-1 1 be 



of Claims 12, 16 and 17 under 35 
in view of Bernnan. No prima facie 
r^speqt to claims 12, 16 and 17 for at 
n combination with Bernnan, does not 
n the claims. 

things: "a gateway device, 
d tl$q jdata; network, configured to . . . 

1f& identify called party communication 
. to the called party via the data 
itaii forwarding rules." 
aid 8, the system described in 
ihvy voice message to a user's handheld 
ndtj include a gateway device configured to 
pmy 6 identify called party communication 
I . to the called party via the data 
forvyarding rules," as recited in claim 



Jisclpsure of storing a voice mail in a 
deficiencies of Cruickshank. As noted 
orm^tion associated with a user to 
fys cjevice and the called party's 
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device when sending a message. (Bentjj 
of a gateway device configured to "acde| 
identify called party communication forWj&jjfl||i3 
to the called party via the data ;network 
forwarding rules," as recited iniclaim 12.Jjj 

Since neither Cruickshank nor B 
claim 12, Applicants respectfully requestijtj 
claim 12. As claims 16 and 17 depend 
17 to be patentable over Cruickshank arjd 
noted for claim 12, and therefore respe 
and 1 7 be withdrawn as well. 

d. Claims 24 and 25 
Applicants respectfully traverse ti 

§ 103(a) as unpatentable over. Bernnan ir 

recites, among other things: "a manag 

notification server, and configured to p 

associated with the called party; wheraih|l|| >p ^ seipt 

network ... the data interface serverfo 

user terminal based on the communicat 

management server." 

Bernnan is generally directed to!|^lllt4- 

compose and send a message if the call 

answer, or other reasons. (Bernnan, Ali 

calling party completes composing them 

sends the voice mail message to the tiaM 

variations are also described, such as 

generating a forward-no ansWer messa| 

disclosure of Bernnan teache^ or sugge 

user terminal based on the ccjmmunicati| 

management server," as clainhed. 
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associated with the called party to 
l i s" of "provide a second message . . . 
i ie called party communication 



8I015 



suggest all of the elements of 
xarrtiner withdraw the rejection of 
Applicants believe claims 16 and 
br at least the same reasons as 
that the rejections of claims 16 



claims 24 and 25 under 35 U.S.C. 
Cruickshank. For example, claim 24 

connected to the voice mail 
frun bation forwarding rules 

of the voice mail in the voice 
second message in IP format to the 
rules provided by the 



gnd $ystem for permitting a caller to 

though due to a busy signal, no 
i thd system of Bernnan, "[ojnce the 
message, the supervisory system (20) 
:tfoic<^ mail address (S216). M Other 

ialirjg, (Bernnan, U 29), and 
"fen, <I 30.) However, nothing in the 
' irding] [a] message in IP format to [a] 
feingi rules provided by [a] 
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server and a voice mail notification se 
suggest at least the claimed elements 
deficiencies of Bernnan. 

Since neither Cruickshank nor Befj 
claim 24, Applicants respectfujly request! 
claim 24. As claim 25 depends from cteil 
patentable over Cruickshank and/or Bjarijjl 




claim 24, and therefore respectfully ree)^ 
as well. 
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|f(] ji its disclosure of a data interface 
,er, Cruickshank does not teach or 
\|| ahd, therefore, fails to cure the 

r. 
? 

&|h or suggest all of the elements of 
Ijxaminer withdraw the rejection of 
liclints believe claim 24 to be 
jiff least the same reasons as noted for 
tjjje Rejection of claim 25 be withdrawn 
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In view of the foregoing, Applicant resjbj 

! I 

condition for allowance. Accordingly, r& 
requested and Applicant requests that tl 

i t 15 

there are any outstanding issues whicKj 
condition for allowance, the Examiner lis: 
representative by phone at the numbetfi 
charge any deficiencies in fees to patefi 
the extent necessary, a petition for extlj 

! If' 

made, the fee for which should be chajil 
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;s that the pending claims are in 
| on and allowance are respectfully 
r bass this application to issue. If 
resolved to place the application in 
j^ontact Applicant's undersigned 
low to discuss such issues. Please 
lo^it account number 07-2347. To 
le kinder 37 C.F.R. § 1.136 is hereby 
tf)is account. 



submitted, 



&ebh R. Palmieri 
Itration 40,760 



it. 
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